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REPLY PURSUANT TO OFFICIAL ACTION 
IMPROPERLY HOLDING OCTOBER 12, 2000 REPLY NON-RESPONSIVE 

Assistant Commissioner for Patents 
Washington, D.C. 20231 


This Reply is responsive to the January 18, 2001 letter. In response to this Official 
Action, which this should not be necessary, kindly cancel Claims 58-62, As a result of this 
amendment, all the current are directed to an isolated, bio genetically pure antisense 
oligonucleotide that possesses a structure complementary to PBR receptor DNA sequences, 
and which inhibits the expression of the PBR gene. 

In the; most recent Official Action, the Examiner improperly held Applicants' October 
12, 2000 Reply non-responsive. Particularly, she asserted that all the claims submitted with 
the most recent Reply are directed to a non-elected invention. However, this is not the case. 

Indeed, Applicants' previous Reply dated December 15, 1999 contained Claim 50 
directed to an antisense oligo complementary to PBR RNA or DNA that inhibits the 
expression of PBR. Moreover, the claim was treated on the merits and rejected in the April 
12, 2000 Official Action under §112, first paragraph, and under §103 based on prior art. 

In response to such rejection, Applicants narrowed their claims such that they are 
directed to antisense oligos complementary to PBR sequences having express support in the 
disclosure. Moreover, when they submitted such amendments, Applicants were not under 
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final rejection. Accordingly, it is not seen how the previous Amendment was improper as 
quite clearly, Applicants submitted a Reply wi th numerous claims corresponding to an 
invention previously elected and treated on the merits. While it is understood that the 
Examiner perhaps did not search for these specific sequences, they were part of the 
disclosure. Also, the disclosure made clear that these sequences correspond to PBR (see pp. 
15-1 6 of the application). 

Accordingly, in construing the claims, it should have been apparent that antisense 
oligonucleotides corresponding to these sequences constituted subject matter directed to an 
invention already searched and examined. Indeed, it is unclear how the Examiner could have 
construed the claimed PBR antisense oligos absent a search of SEQ ID NOS:l or 2. 

However, in any event, Applicants did not submit an improper Reply. 

If the Examiner has any questions with respect to this application, please contact the 
undersigned attorney of record at the telephone number listed below. 


Respectfully submitted, 
PlLLSBURY WlNTHROP L.L.P. 


By: 


Robin L. Teskin 
Registration No. 35,030 


PlLLSBURY WlNTHROP L.L.P. 
1 1 00 New York Avenue, N.W. 
Ninth Floor, East Tower 
Washington, D.C 20005^391 8 
(202) 861-3000 Telephone 
(202) 822-0944 Facsimile 

Date: February 20, 2001 
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MESSAGE .- 

Please see the attached Reply to the January 18, 2001 Official Action. 
Thank you . 
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Receptor A Tool for Detection, 
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Human Breast Cancer 

Date: February 20, 2001 

This is a reply/amendment/letter in the above-identified application and includes the herewith attachment of same date and subject 
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